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DETAILED ACTION 



1. Amended claims 1, 4, 5, 8, 10, and 18 have been examined and all remaining 
claims have been re-examined. Claims 1-18 are pending with this action. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claim 1-16 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Gordon (US 5608786 A) in view of Rasmussen (US 552171 9 A). 

Independent: 

As per claim 1 , Gordon teaches of a communication apparatus (see col.1 line 66: 
"messaging system") connected to a communication network (see Fig.1, #4 & #10), said 
apparatus comprising: destination designating means for designating a destination 
apparatus (see col .2, lines 25-28 & 44-54); facsimile communication means for 
transmitting the transmission information inputted by said input means to a destination 
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apparatus in accordance with facsimile communication specifications (see Fig.1 # 10 & 
#14 and col.3 lines 41-44); encryption means for encrypting the transmission 
information inputted by said input means (see col. 9, lines 18-33) without using the 
communication network, wherein the transmission information is encrypted before 
transmitted through the communication network (see col.9, lines 26-28: "first, telephone 
legs of the communication") to maintain confidentiality of the transmission information 
(see col.9, lines 26-33); electronic-mail communication means for transmitting the 
transmission information inputted by said input means or encrypted by said encryption 
means to a destination apparatus in accordance with electronic-mail specifications (see 
col.2 lines 4-6); communication designating means for causing transmission of the 
transmission information by selecting either said facsimile communication means or 
said electronic-mail communication means (see col .2, lines 44-54 and col.3 lines 36- 
38); security designating means for designating whether the transmission information is 
confidential information or not (see col.9, lines 28-33); and control means for controlling 
said facsimile communication means, said encryption means, and said electronic-mail 
means such that (see col.9, lines 19-26: it is implicit that when Gordon says 
"transparently to the sender and the receiver", there is a means of control by the "state 
of the art" system), if the transmission information has been designated as being 
confidential by said security designating means, said facsimile communication means 
transmits the inputted transmission information to the destination apparatus by facsimile 
transmission (see col.2, lines 50-54 and col.9 lines 23-26) through the communication 
network, when said facsimile communication means has been designated by said 
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communication designating means (see col.3 f lines 30-35), and said electronic-mail 
communication means sends the encrypted transmission information to the destination 
apparatus by electronic mail through the communication network, when said 
electronic-mail communication means has been designated by said communication 
designating means (see col.2 lines 31-35 and col.2, lines 30-35). 

Gordon does not explicitly teach^ of an input means for inputting transmission 
information to be transmitted to the destination apparatus designated by said 
destination designating means without using the communication network, but it is 
implicit that all devices uses for the purpose of transferring information such as a fax, 
laptop, telephone, personal computer, and scanner (see Fig.1), all have an input means 
such as number pad, keyboard, mouse, button, and software to input telephone 
numbers or email addresses. 

Gordon does not explicitly teach that the security is designated according to an 
operation of a confidential button, wherein the confidential button is used when 
confidentiality of the transmission information is to be maintained. Rasmussen teaches 
of designated security according to an operation of a confidential button, wherein the 
confidential button is used when confidentiality of the transmission information is to be 
maintained (see Fig.3 and col.7, lines 31-50). It would have been obvious to a person 
of ordinary skill in the art at the time the invention was made to employ the teachings of 
Rasmussen within the system of Gordon by implementing a button to initiate security 
within the communication apparatus because such an implementation gives the control 
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to the user according to his/her preference (see Rasmussen: col. 14, line 65 to col.15, 
line 10: "user selects"). 

As per claim 10, Gordon teaches of a communication method (see col.1 lines 5- 
13) in a communication apparatus (see col.1 line 66: "messaging system") connected to 
a communication network (see Fig.1, #4 & #10), said method selectively executing 
facsimile communication for transmitting transmission information to a destination 
apparatus in accordance with facsimile communication specification (see Fig.1 # 10 & 
#14 and col.3 lines 41-44) and electronic-mail communication for transmitting 
transmission information to a destination apparatus in accordance with electronic mail 
specifications (see col .2 lines 4-6), and said method comprising the following steps, in a 
case where the transmission information is to be transmitted to a destination apparatus 
as confidential information (see col .9, lines 26-33): an apparatus designation step of 
designating a destination apparatus (see col .2, lines 25-28 & 44-54); security 
designating step for designating whether the inputted transmission information is 
confidential information or not (see col .9, lines 28-33); a transmission step of 
transmitting the transmission information inputted in said input step to the destination 
apparatus as is by facsimile transmission through the communication network, when 
communication is performed in accordance with facsimile communication and the 
transmission information has been designated as being confidential information (see 
col. 12, lines 29-48); and encrypting the transmission information inputted in said input 
step (see col.9, lines 18-33) without using the communication network (see col.9, lines 
26-28: "first., telephone legs of the communication"), if the transmission information has 
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been designated as being confidential information and then sending it to the destination 
apparatus by electronic mail through the communication network to maintain 
confidentiality of the transmission information, when communication is performed in 
accordance with electronic-mail communication (see col. 12, lines 29-48). 

Gordon does not explicitly teaches of an input step of inputting transmission 
information to be transmitted to the destination apparatus designated in said destination 
step without using the communication network, but it is implicit that all devices uses for 
the purpose of transferring information such as a fax, laptop, telephone, personal 
computer, and scanner (see Fig.1), all have an input step by employing number pad, 
keyboard, mouse, button, and software to input data otherwise data would not exist for 
transmitting. 

Gordon does not explicitly teach that the security is designated according to an 
operation of a confidential button, wherein the confidential button is used when 
confidentiality of the transmission information is to be maintained. Rasmussen teaches 
of designated security according to an operation of a confidential button, wherein the 
confidential button is used when confidentiality of the transmission information is to be 
maintained (see Fig.3 and col.7, lines 31-50). It would have been obvious to a person 
of ordinary skill in the art at the time the invention was made to employ the teachings of 
Rasmussen within the system of Gordon by implementing a button to initiate security 
within the communication apparatus because such an implementation gives the control 
to the user according to his/her preference (see Rasmussen: col. 14, line 65 to col. 15, 
line 10: "user selects"). 
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As per claim 18, Gordon teaches of a communication apparatus (see col.1 line 
66: "messaging system") connected to a communication network (see Fig.1, #4 & #10), 
said apparatus comprising: a destination designating unit adapted to designate a 
destination apparatus (see col .2, lines 25-28 & 44-54); a facsimile communication unit 
adapted to transmit the transmission information inputted by said input unit to a 
destination apparatus in accordance with facsimile communication specifications (see 
Fig.1 # 10 & #14 and col,3 lines 41-44); an encryption unit adapted to encrypt the 
transmission information inputted by said input unit (see col.9, lines 18-33) without using 
the communication network, wherein the transmission information is encrypted before 
transmitted through the communication network to maintain confidentiality of the 
transmission information (see col .9, lines 26-33); an electronic-mail communication unit 
adapted to transmit the transmission information inputted by said input unit or encrypted 
by said encryption unit to a destination apparatus in accordance with electronic-mail 
specifications (see col.2 lines 4-6); a communication designating unit adapted to cause 
transmission of the transmission information by selecting either said facsimile 
communication unit or said electronic-mail communication unit (see col.2, lines 44-54 
and col.3 lines 36-38); a security designating unit adapted to designate whether the 
transmission information is confidential information or not (see col. 9, lines 28-33); and 
control unit adapted to control said facsimile communication unit, said encryption unit, 
and said electronic-mail communication unit (see col.9, lines 19-26: it is inherent that 
when Gordon says "transparently to the sender and the receiver", there is a means of 
control by the "state of the art" system) such that, if the transmission information has 
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been designated as being confidential information by said security designating unit, said 
facsimile communicating unit transmits the transmission information to the destination 
apparatus by facsimile transmission through the communication network, when said 
facsimile communication unit has been designated by said communication designating 
unit (see col.3, lines 30-35), and said electronic-mail communication unit sends the 
encrypted transmission information to the destination apparatus by electronic mail 
through the communication network, when said electronic-mail communication unit has 
been designated by said communication designating unit(see col.2 lines 31-35 and 
col .2, lines 30-35). 

Gordon does not explicitly teaches of an input unit adapted to input transmission 
information to be transmitted to the destination apparatus designated by said 
destination designating unit without using the communication network, but it is inherent 
that all devices uses for the purpose of transferring information such as a fax, laptop, 
telephone, personal computer, and scanner (see Fig.1), all have an input means such 
as number pad, keyboard, mouse, and software to input telephone numbers or type 
email addresses. 

Gordon does not explicitly teach that the security is designated according to an 
operation of a confidential button, wherein the confidential button is used when 
confidentiality of the transmission information is to be maintained. Rasmussen teaches 
of designated security according to an operation of a confidential button, wherein the 
confidential button is used when confidentiality of the transmission information is to be 
maintained (see Fig.3 and col .7, lines 31-50). It would have been obvious to a person 
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of ordinary skill in the art at the time the invention was made to employ the teachings of 
Rasmussen within the system of Gordon by implementing a button to initiate security 
within the communication apparatus because such an implementation gives the control 
to the user according to his/her preference (see Rasmussen: col. 14, line 65 to col. 15, 
line 10: "user selects"). 

Dependent: 

As per claims 2-3 and 11-12, Gordon further teaches of a computer program 
product embodying a computer program for implementing functions described in claims 
1 and 10, and a computer-readable recording medium storing a computer program for 
implementing functions described in claims 1 and 10 (see col. 6 lines 18-20). 

As per claims 4, 5, and 13, Gordon further teaches wherein, if the destination 
apparatus possesses a private security function, said facsimile communication means 
checks to determine whether the destination apparatus possesses a private security 
function by inquiring as to whether the destination apparatus possesses the private 
security function when a communication path to the destination apparatus is formed and 
transmits the inputted transmission information by confidential communication utilizing 
the private security function, when the transmission information has been designated as 
being confidential by said security designating means (see col.9 lines 18-28). 

As per claims 6, 7, 14, and 15, Gordon further teaches of a computer program 
product embodying a computer program for implementing functions described in claims 
5 and 13 and a computer-readable recording medium storing a computer program for 
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implementing functions described in claims 5 and 13 (see col.6 lines 18-20 and col.10 
lines 21-23). 

As per claims 8, Gordon further teaches wherein said security designating means 
makes a determination that the transmission information is confidential when 
transmission by a confidential communication is designated (see col.6 lines 28-33). 

As per claims 9 and 16, Gordon further teaches wherein said input means 
comprises a document reader and the transmission information, is inputted by reading a 
document using the document reader (see col.1 lines 5-10). 



3. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Gordon 
(US 5608786 A) and Rasmussen et al. (US 5521719 A) further in view of Yamada (US 
5521719 A). Gordon and Rasmussen teaches all the limitations of claim 17 including 
wherein the communication network includes at least a telephone network, but he does 
not teach that the communication network includes a LAN. Yamada teaches wherein 
the communication network includes at least a telephone network and a LAN (see Fig.9, 
#1 17 & #123 and col .4, lines 43-48). It would have been obvious to a person of 
ordinary skill in the art at the time the invention was made to employ the teachings of 
Yamada within the system of Gordon by implementing a LAN network and a PSTN 
network within the communication apparatus and method because, Gordon teaches us 
that other networks may be employed (see col.10, lines 6-9), thus it would be obvious to 
employ Local Area Network if there was a demand for such a network for this system. 
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Response to Arguments 

4. Applicant's arguments filed September 16, 2003 have been fully considered but 
they are not persuasive. Explanations of the reasons are stated below. 

In response to the arguments of claims 1,10, and 18, Gordon clearly teaches 
that other "additional security can include predetermined encryption of the 
communication on either the first or last telephone legs of the communication ". 
Clearly, predetermined encryption on the first telephone leg means that the data from 
the sender to the UniPost access provider is encrypted! Gordon also invites other 
encryption schemes to be employed into his system. One of ordinary skill in the art 
knows that many cryptographic schemes are available wherein the data is encrypted 
prior to transmission. Such feature is not novel as taught by Gordon as well as the 
secondary reference. 

New reference Rasmussen et al (US 5,222,136 A) clearly teaches the new 
element of the amended independent claims. 

Also, the element of inputting information without using the communication is 
inherent as stated in the claim rejections because Gordon teaches of multiple devices 
(see Fig.1). Unless the data employed for transmission is retrieved from a remote 
database or repository (not taught or suggested by Gordon), such limitations are clearly 
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implicit. Once cannot transmit data unless one has data to send. Likewise, one cannot 
have data unless one is either inputted or received. 

5. Applicant's arguments fail to comply with 37 CFR 1.111 (b) because they amount 
to a general allegation that the claims define a patentable invention without specifically 
pointing out how the language of the claims patentably distinguishes them from the 
references. 



6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Young N Won whose telephone number is 703-605- 
4241. The examiner can normally be reached on M-Th: 6AM-3PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hosain T Alam can be reached on 703-308-6662. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Young N Won 
April 28, 2004 
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SUPERVISORY PATENT EXAMINER 



